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Luis-Alfonso Durán, Durán-
Corretjer, Barcelona

What is your background?

I belong to a firm of patent and trade mark attorneys 
that was founded 115 years ago by my great-
grandfather; my grandfather and my father also 
worked for the firm. I didn’t always want to work 
in IP but I studied engineering at the Polytechnical 
University of Barcelona and then looked at the 

options. I learned a bit more about patents, trade 
marks and designs and found it really interesting, 
especially as you could work with many different 
projects. So then I studied law and became a patent 
and trade mark attorney.

When I was growing up, I didn’t know much about 
what my father did – except that it was quite unusual 
and that he worked long hours!

I started working at the firm in about 1975 when I 
was studying at the same time, and worked full-time 
from about 1980. The work has changed dramatically 
since – technology was practically absent apart from 
a telephone and a photography machine back then. 
Things have completely changed now and we do 
nearly everything electronically which means we 
have a huge IT department. 

As an engineer, I am a strong believer in using 
technology: we should not invest people’s time in 
things that machines can do better. 

Has the firm always been in Barcelona?

Yes, but we have moved offices five or six times since 
the firm was founded: our last move was in 2001 
which was the firm’s centenary. The foundation of 
the firm actually came with the first IP law in Spain 
in 1902, which was probably the most important 
development ever for IP in Spain. 

Barcelona has always been an important business 
centre for industries such as chemicals, textiles, car 
manufacturing, pharmaceuticals and telecoms. All Luis-Alfonso Durán
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these industries create IP and so domestic clients 
are a very important part of our business. 

We now have 15 attorneys and around 70 people 
in total. Since my father retired, I have been co-
chairing the firm with one of my brothers. I do both 
patent and trade mark work and I was president of 
ECTA from 1998 to 2000.

How has trade mark work changed?

The growth of the Madrid Protocol and the launch of 
the EUTM changed things a lot. They have diminished 
the amount of work we receive from overseas, and 
we are now competing with firms from 27 other 
countries. There is increasing competition on fees, 
but we believe we should always focus on quality 
and not work for very low fees. The growth of the 
Madrid System makes it more important to have 
domestic clients, and we can manage their cases 
throughout the world.

Overall, I think Madrid and the EU trade mark 
system have brought many improvements and it 
is good that you can protect your marks around 
the world with lower costs, but they also have their 
drawbacks. In particular, there is a tendency to 
over-protect trade marks in many fields, which has 
created an artificial growth in registrations and the 
creation of overlaps and conflicts. All trade mark 
owners now have to deal with these problems, and 
it creates great legal uncertainty for applicants and 
owners. It used to be the case that once you had a 
registration you had legal certainty, but now that is 

not the case. 

In summary, filing has become easier but clearing 
has become much more complicated. 

The old systems in the UK and Spain, where you 
had substantive examination, as well as the systems 
in the US, Japan and elsewhere have advantages. 
But when the EUTM was launched it was a political 
decision to have a simple system with as much 
automation as possible, and that has consequences. 
Maybe in the future we will have to adjust the 
system. 

What do you think of EUIPO?

I have known all the leaders of the office including 
the first president, Jean-Claude Combaldieu, his 
successor Wubbo de Boer who sadly died very 
recently and the current Executive-Director António 
Campinos, who has worked hard on solving the 
labour problem and promoting harmonisation of 
the system. Overall, they have done an excellent job 
but of course everything can be improved. 

My concern is that the Office has become too 
powerful – we saw this in the recent changes to 
the EU trade mark system, which I think benefit the 
Office more than the users. And I think the influence 
of the Office is too powerful compared to the 
national offices in Europe. 

For example, the new Directive says that national 
offices will have to implement administrative 
cancellation systems, but not all offices have the 
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resources to do that well. If everyone had access to 
the same standards as EUIPO, it would be ideal but 
how do you achieve that in much smaller offices, 
where there are not many staff and only very few 
cases each year?

The Spanish office is a very good office but they do 
not have experience of assessing proof of use, for 
example, so they will need to be educated on that. 
And we may see more people filing EUTMs rather 
than national marks because the fees are favourable 
– we have already seen that with design rights.

What’s the most interesting case you’ve 
worked on?

I had one case involving the packaging of bottles 
of sparkling wine. The criteria on registering such 
trade marks are very restrictive and the Office has 
a tendency to require acquired distinctiveness. We 
filed the application in 1996 on the first day the 
EUIPO (then OHIM) opened, and it took 15 years 
to get the registration. We went three times to the 
Board of Appeal, twice to the General Court and once 
to the CJEU. In the end we were successful and it was 
a very significant decision, which was important for 
the client as a competitor was trying to copy the 
packaging. I was involved from the beginning to the 
end, preparing the briefs and arguing. 

That case was also important in establishing the 
principle that the Office could not object to the 
application without good reasons. In this case, they 
had argued that consumers would look at the label 

and other information rather than at the shape of 
bottle. But the Court said that the Regulation talks 
about signs that relate to the packaging of goods so 
you have to be able to protect those signs. 

Another area I am particularly interested in, given 
my technical background, is distinctiveness of trade 
marks in complicated new technology products. If 
you don’t have a technical background, it can be 
difficult to know what it means and you end up over-
protecting, and having protection over different 
goods which are not really similar. Private IP firms 
have people with a technical background but EUIPO 
does not have this kind of support so they will need 
to have support and adapt to give fair decisions.

How do you feel about INTA holding the 
2017 Annual Meeting in Barcelona?

We are very happy to welcome trade mark 
practitioners from all over the world to Barcelona! 
Not many people know that EUIPO would have been 
based here in Barcelona but it was moved to Alicante 
for political reasons. The mayor of Barcelona hoped 
to host the pharmaceutical agency instead, but that 
went to London – though with Brexit maybe we will 
get it after all?

I think Barcelona is a great place to host the INTA 
Annual Meeting, as we have nice weather, lots of 
lovely restaurants and bars, spectacular places 
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to visit such as the Sagrada Familia and lots of 
shopping. The only difficulty is finding time to do the 
work while it is on!

The James Nurton Interview is produced 
monthly for Alicante News, and contains the 
personal views of the interviewee.


