
RECENT DEVELOPMENTS IN 
COMMUNITY TRADEMARK 

PRACTICE AND PROCEDURES

OHIM, TWO AND HALF YEARS LATER
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INTRODUCTION

April, 1,
1996

NATIONAL TMs

CTMs
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SPAIN

ALICANTE

INTRODUCTION

© DURAN-CORRETJER 1998

OHIM



• NUMBER OF APPLICATIONS - 70.248

• NUMBER OF OPPOSITION RATE ~ 20  % 

•ORIGINE OF APPLICATIONS - US - 28 %
- DE - 16 %
- UK - 13 %
- IT & ES - 6 %
- JP - 3 %

SOME STATISTICS (July, 1998)
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SOME STATISTICS (July,1998)
•PRODUCTS AND SERVICES :

- GOODS CLASS 9 - 11 %

- GOODS CLASS 16 - 7 %

- SERVICES CLASS 42 - 6,5 %

- GOODS CLASS 25 - 5 %

- GOODS CLASS 41 - 4 %

- GOODS CLASS 35 - 3,7 %

- GOODS CLASS 5 - 3,5 %

- GOODS CLASS 3 - 3 %
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SOME STATISTICS (July, 1998)

- WORD MARKS - 64 %

- FIGURATIVE MARKS    - 33 %

- 3D MARKS - 1 %

Kleenex
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MARKS



THE EU SCENARIO
•NATIONAL SYSTEM

- SINGLE APPLICATION - SINGLE OFFICE
(NATIONAL OFFICE)

- SINGLE REGISTRATION - COVERING 1 STATE
- ENFORCEABLE IN EACH STATE

•COMMUNITY SYSTEM
- SINGLE APPLICATION - SINGLE OFFICE 

(OHIM)
- SINGLE REGISTRATION - COVERING 15 

STATES OF EU
- ENFORCEABLE IN ALL EU MEMBER STATES 
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•SINGLE FILING, PROSECUTION, RENEWAL (SAVE 
OF COSTS)

•SPLIT OF COSTS

•INCLUDES A SEARCH ON EARLIER CTMs AND 
NATIONAL TMs (1)

•EASIER TO OBTAIN
(NO “EX OFFICIO” EXAMINATION)

CTM SYSTEM
A
D
V
A
N
T
A
G
E
S (1) Except France, Germany and Italy.

50 % FILING
50 % REGISTRATION
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•POSSIBILITY TO CONVERT

•SENIORITY CLAIM

•POSSIBILITY TO ENFORCE WITH A SINGLE 
ACTION (2)

•LOWER USE REQUIREMENTS (3)

(2) Provided that action is filed following the rules on jurisdiction 
of article 93 (1) to (4).
(3) But see contradiction between Statement to article 15 and 
wording of article 108.2(9) of the CTMR.

NATIONAL

TMs

CTM SYSTEM
A
D
V
A
N
T
A
G
E
S
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•HIGHER REGISTRABILITY STANDARD 
(ALL EU COUNTRIES)

•EASIER TO ATTACK 
(SINGLE OPPOSITION/ REVOCATION/             

CANCELLATION)

•LESS LEGAL CERTAINTY
(ONLY OPPOSITIONS)

CTM SYSTEM

D
I
S
A
D
V
A
N
T
A
G
E
S
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MADRID PROTOCOL

• SYSTEM DEVISED TO EXPAND THE MADRID 
AGREEMENT TO SOME COUNTRIES THAT WANTED TO 
HAVE SOME CHANGES IN MADRID SYSTEM BEFORE 
BECOMING MEMBERS

•ACTUALLY NOT ALL EU MEMBER STATES HAVE  
RATIFIED THE PROTOCOL

•APRIL 1, 1996 ENTERED INTO FORCE

© DURAN-CORRETJER 1998

IT IR
GB AT



-Base: Application
-Individual Designation Fee

-Conversion Posible
- 18 Months for Objections

- Base: Registration
- Same Designation Fee
- Control Attack
- 12 Months for Objections

MADRID
AGREEMENT
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SAFEGUARD
CLAUSE

MADRID
PROTOCOL



LINK

CTM
MADRID

PROTOCOL

FILING PUBLICATION PROSECUTION
MADRID 
PROTOCOL 2 2 11

CTM 11 11 2 from 5
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LANGUAGES
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OPTING BACK

INTERNATIONAL
TRADEMARK

- PO
- RU
- CN
- CTM

OPTING
BACK

CONVERSION
- ES
- FR
- IT
- UK

- ES
- FR
- IT
- UK

N
a
t
i
o
n
a
l 
A
p
p
l
i
c
a
t
i
o
n
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PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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CTM - BEAUTY FREE Vs.
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PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

R. 7/97-3

A- FORMALITIES



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

A- FORMALITIES

R. 4/97-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán

© DURAN-CORRETJER 1998

DECISIONS 
OF 
BA

A- FORMALITIES

R. 3/97-1 BOUNTY 3D



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

A- FORMALITIES

R. 53/98-3



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

A- FORMALITIES

R. 5/97-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

A- FORMALITIES

R. 10/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 4/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 22/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 23/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán

© DURAN-CORRETJER 1998

DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 24/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 25/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 31/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 32/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 20/97-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 54/98-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 37/98-3



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 68/98



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 44/98-3



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 29/98-3



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 34/98-3



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 57/98-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 69/98-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 66/98-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 40/98-3



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 30/98-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 35/98-1



R. 58/98-3
TIERRA VIVA

- FIGURATIVE
MARKS Reproduction required

- FILING DATE Burden of proof applicant

- MISTAKES OF OHIM -

- SENIORITY CLAIM Ownership of marks
Identity of marks

R. 3/97-1
BOUNTY3+D

R. 7/97-3
ORANGE COLOR

R. 4/97-2
PACKAGING

PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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A- FORMALITIES

DECISIONS OF BOARDS OF APPEALS

R. 5/97-1
VICEROY

R. 10/98-2
THINKPAD



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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B- ABSOLUTE GROUNDS

DECISIONS OF BOARDS OF APPEALS

- Registrability of 2 of less letter marks

- Lack of distinctiveness

R.  4/98-2   IX

R. 22/98-2 CR

R. 24/98-2  HD

R. 25/98-2  XD

R. 31/98-2 HG

R. 32/98-2 DS

R. 23/98-2  HQ

R.  20/97-1 XTRA

R.  37/98-3 TELEBINGO

R.  68/98-3 POLY PADS

R.  54/98-1 TELEPAELLA

R.  44/98-3 SUPREME

R.  29/98-3 ENAMELIZE

R.  57/98-1 FOODSAVER

R.  69/98-1 FRESHSAVER

R.  66/98-1 CONFORT PLUS

R.  40/98-3 NATURAL BEAUTY

R.  30/98-1 THE KENNEL CLUB

R.  35/98-1 BABY DRY



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 68/98



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 66/98-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 29/98-3



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE
GROUNDS

R. 35/98-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán

© DURAN-CORRETJER 1998

DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 34/98-3



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 33/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 36/98-2



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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DECISIONS 
OF 
BA

B- ABSOLUTE 
GROUNDS

R. 51/98-1



PLI  ANNUAL MEETING
New York  October, 21 1998       

Luís-Alfonso Durán
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B- ABSOLUTE GROUNDS

DECISIONS OF BOARDS OF APPEALS

- Earlier representation in other countries

in UE in US

- Distinctiveness adquired trough use

- Distinctiveness

R.  68/98-3 POLY PADS

R.  66/98-1 COMFORT PLUS
R.  29/98-3 ENAMELIZE

R.  35/98-1 BABY DRY

R.  34/98-3 LASTING PERFORMANCE

R.  33/98-2 BLOODSTREAM

R.  36/98-2 OILGEAR

R.  51/98-1 MAXIMA


